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Research Summary

Humanity has recognized the urgent need to find an

acceptable mediator of exchange, a standard of value, and
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a store of wealth. Therefore, they invented money that went

through many stages of development. From commodity
money, to gold and silver as coins, and minted banknotes,
until they arrived at paper money which was initially as a
document covered by real assets, which began to decline
until it became stronger from the issuance by the states and
compel individuals to deal with it. Finally, through a
development that reflects the image of the era of an
information technology, digital money appeared, and led by
“Bitcoin”, based on coded and secure encryption via block
chain technology “Block Chain”; which represented - as its
creators say - a transition from trust in humans to trust in
technology. due to the increasing number of interested
Muslims - like others - to deal with “Bitcoin” in order to reap
profits from dealing and issuing it; It was necessary to know
the legitimacy of dealing with buying and selling as well as

contributing to the process of issuing it through prospecting.

This is what | tried to find out through this paper by trying to
reveal its truth and technical characteristics as an entry point
to know its legitimate truth. It is necessary to reach a
legitimate conclusion around it, and the statement of its
legitimacy by presenting the views of contemporary scholars
and their evidence addressed by discussion and analysis to

reach the rule of jurisprudential.
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The research has found several results, the most important

of which is that “Bitcoin” itself is devoid of the current
transactions permissible by law, but it should be temporarily
banned because of its trickery and gambling status in the

market as a result of sharp fluctuations in prices.

The issuance of “Bitcoin” through the exploring mechanism
is considered a legitimate contract according to the most
opinion of the jurists, provided that the market dealing with
should get rid of gambling by achieving relative stability of

its market
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Abstract

The slow of litigation process is one of the issues that
concerning the judicial systems; that is sentencing
judgments in reasonable periods is one of the conditions for
a fair trial. Thus, modern judicial systems rabidity tried to
take advantage of the fruits of the electronic revolution by
activating criminal procedures quickly without prejudice to
the rights and guarantees of the accused through carrying
out investigation and trial procedures using the technique of
remote communication, This is encouraged by international

agreements to activate legal aid between countries through
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this technology because of its effective role in promoting
international cooperation in criminal matters. Many
comparative  legislations adopted legalization  of
remuneration Remote criminal penalties; e.g. the UAE
legislator under Federal Law No. 5 of 2017 regarding the use
of remote communication technology in criminal procedures,
which gave the authority that responsible for investigating
crimes and gathering evidences, investigation or litigating,
the discretional authority to take appropriate action in the
criminal case by the technique of remote communication

according to the regulations stipulated by the law.
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Research Summary

Justice is a legitimate purpose and a moral value that
IS not subject to time, place, or people, but rather it is the
millstone around which ideas, people, bodies, nations and
groups revolve, and God sent messengers and sent with
them gifts and carried books and messages with them in
order for a person to learn justice and build on its realization,
and research reviews the methods that came By ordering
justice, outwardly, responsible, desirable and fearful, and
classifying the set of controls that bear on justice, dividing

the controls into a sensory phenomenon and internal
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psychological internal controls, and alerting him to many

influences that affect the achievement of justice, which are
both visible and hidden influences. Professions that it is
necessary to have the moral value in relations and
transactions, so he called for the study of professional ethics
courses, whether medical and doctor ethics, engineer
ethics, and worker ethics ... We are in need of a justice
course that studies its controls and influences to show its
effects on the individual, family and societies in order for
individuals, families and societies to enjoy them According

to the guidance of the Qur'an and Sunnah.
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ABSTRACT

The worker may be exposed during the performance of
his work or as a result of it to work injuries, and the employer
is obligated to pay the expenses of treating the worker in one
of the local governmental or civil treatment homes until the

worker is cured or proven incapacitated. The treatment
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includes hospitalization or hospitalization, surgeries, x-rays
and medical tests as well as purchase Medicines,
rehabilitative equipment, provision of prostheses and
prosthetic and compensatory devices, and in the event that
a third party is the one who caused the damage, does the
employer or employer have the right to recourse to the third
party who caused the harm that afflicted the worker and who
was compensated by the employer based on compulsory
insurance and social security?

There is no legal text that regulates the right of the
employer or the employer to refer to the person who caused
the injury to the worker in the UAE legislation, whether in
Federal Law No. (8) of 1980 regarding the regulation of labor
relations, as well as in Federal Law No. (7) of 1999 in
Concerning the issuance of the Pensions and Social
Insurance Law and its amendments, and if the general rules
are referred to in the Civil Operations Law No. (5) of 1985,
we find that its application does not give the employer the
right to recourse to the third party who caused the injury of
the worker, due to the absence of the elements of tort
liability.

Accordingly, this study will deal with civil liability arising

from work injuries / a comparative study.

Key words: work injuries, civil liability, compensation.
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Abstract

Family property is of great social and economic
importance as it is first considered an effective means of
linking man to his family in all conditions and circumstances,
since it can be invested in the growth and development of
the family's potentialities. In addition to its economic
importance for the wealth that this property contains which
represent investment tools in all fields. On the other hand, it
is deemed the pot in which family businesses invest.

The UAE legislator regulated family property in the Federal
Civil Transactions Law No. 5 of 1985. There is also a domestic
law in the Emirate of Dubai on the regulation of family property
number (9) in 13/08/2020, and Federal Law No. (19) of 2020
about Trust, as well as domestic laws within the jurisdiction of
the DIFC, namely Law No. (3) of 2018 about Foundations
(FOUNDATION LAW) and Law No. 4 of 2018 about Trusts
(TRUSTS LAW).

Family businesses in the UAE are one of the most important
elements of family property and the tools through which they
invest, as family businesses represent the most important and
most prevalent sectors in most business sectors.

It is noteworthy that the rules governing family property in the
UAE have come to regulate the common conditions of property
and management in family businesses on the one hand, and
family property on the other hand, since the family business is
usually part of the family property that includes movable or
immovable assets Or material or moral rights.

keywords: family ownership, family property,
entrepreneurship, family offices, family business.
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Research Summary

The message (explaining the meanings of the meanings to whom
to clarify them) invited me to the prince of the pious religion, in
which he talks about the optimal method for dealing with the Book
of God Almighty as an interpretation, reflection and
understanding, and in it he differentiated between contemplation
and understanding, and he indicated that the way to reach
contemplation is gainful sciences, and the way to reach it is

understanding. The sciences of the Wahhabi genetics, and that
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it is not limited, and in it the ranks of those who understand the

Book of God Almighty vary, and that the scholars of interpretation
in their books are only interested in the sciences of the landmarks
of revelation, and they are not interested in the gems of the
revelation sciences which are the brain of the revelation sciences
and its core, and that the sciences of the landmarks of revelation
are a promotion and a means to reach the gems of science The
revelation, and it is emphasized that understanding the jewels of
the sciences of revelation and surrounding it is hopeless, and as
for the tasks of revelation, they are found in the best and closest
to the imports of the Wahhabi hearts, and that their perception
requires characteristics that must be fulfilled in the qualification
for that, and the author affirms that his mayor in understanding
the tasks he mentioned Rather, it is what the people of the first
century relied on in the era of revelation, and that it relied on its
understanding of the hidden things, dilemmas, and their tasks.
High, as some of the predecessors used to do, and it is clear that
the reason for the exegesis’s reluctance to take care of the tasks

of understanding is its concealment and not being limited to it.
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THE NEED FOR AN INTERNATIONAL CONVENTION ON THE LAW APPLICABLE TO IP ISSUES

ABSTR ACT

A new international convention on the law applicable to IPRs has
become a necessity dictated by the international nature of IPRs
and their rapid spread. There is a need for to define the closest

connection law to each issue of the IPRs.

The study aims to explain the circumstances surrounding this
need, the proposed solutions and the arguments invoked,
especially in view of the national legislation silence towards this

need.

The study also seeks to highlight the role of substantive rules and
choice-of-law rules included in IP conventions for resolution of
the conflicts of law, in addition to conceptualize the provisions of
an international convention concerning the law applicable to IP

Issues.

Although the role of existing IPR conventions and academic
proposals (CLIP, ALI Principles, Joint JK, and Transparency
Project) is undeniable, these conventions and proposals are

insufficient and there is still a need for a new convention.
KEYWORDS

Intellectual property, international convention, law applicable,
conflict of laws, substantive rules, choice-of-law rules, lex

protectionis, lex originis, academic proposals.
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THE NEED FOR AN INTERNATIONAL CONVENTION ON THE LAW APPLICABLE TO IP ISSUES

PART I
I. INTRODUCTION

There are many reasons justifying the need for a new international
convention on the law applicable to IP issues with a scope different
from that of existing IPR conventions. The universal nature of
each IPR is a major reason for the urgent need for such a
convention because conventional rules are most appropriate for
governing any IPR issue, provided that the legal relation involves

a foreign party.

One of the main IP conventions is the TRIPS Agreement,
which combines the most significant components of IP, i.e.
industrial and literary components. The TRIPS Agreement
endeavored to include balanced provisions in order to preserve the
rights of all parties concerned, even if that meant referring to
provisions in other international IP conventions. Despite its
novelty, the TRIPS Agreement did not decisively address the
subject of the proposed convention. It would have been helpful had

the TRIPS Agreement dedicated a part for this issue.

It is noteworthy that several other IP conventions include some
of the issues dealt with in this article, in particular the Berne
Convention for the Protection of Literary and Artistic Works
(1886), the Paris Convention for the Protection of Industrial
Property (1883), and the Rome Convention for the Protection of
Neighboring Rights Holders (1961).
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THE NEED FOR AN INTERNATIONAL CONVENTION ON THE LAW APPLICABLE TO IP ISSUES

Although many national legislations ignore the subject of the
law applicable to IP issues, this does not have much effect on the
matter due to the primacy of international conventions over
national legislation, provided that the relevant states are members

of the international convention.

On the other hand, there has been a major development in the
international arena, which is the academic proposals made by
scholars who sought to fill the gap. This article will discuss the
famous four proposals: (1) the Proposal of the Max Planck Group
on Conflict of Laws in Intellectual Property (CLIP), (2) the
Principles of the American Law Institute (ALI Principles), (3) the
Joint Japanese-Korean Project (Joint JK), and (4) the
Transparency Project. It is worth mentioning that although these
proposals are productive, they are only guiding but not binding.
This brings us back to the starting point, i.e. the need for an
international convention determining the law applicable to IP

issues.

Such an international convention would reinforce international
protection of inventors’ rights worldwide, which would allow
them to be more innovative and creative. This would also help
them contribute to the progress not only of their states but also of
the entire world. Even if parties to a legal relation agree to
arbitration in respect of disputes that may arise between them, the

proposed international convention would remain a source of
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inspiration to all. This highlights the imperative need for an
international convention whose main objective is to determine the
law applicable to any disputable IP issue. This is what this article

IS seeking to shed light on.

Following the previous introduction, the following questions
must be asked: Do IP conventions assist in the determination of
the law applicable to IP issues? If yes, do they play an adequate
role? If no, what are the reasons for that? What is the

appropriate solution?

Before answering the previous questions, some points must be
clarified such as the role of international IP conventions in
determination of the law applicable to IPRs and perhaps the

resolution of conflict of laws by adopting rules like:

Substantive rules: these rules apply directly to relations between
nationals of the state parties; and

Choice-of-law rules: these conflict-of-laws rules expressly
determine which law of the state parties to the convention would
apply to a relation between nationals of these states. They are
called choice-of-law rules because they assign a law to each
dispute, as is the case with traditional choice-of-law rules. It is
worth noting that the above two rules may be included in a single

international convention.

The question now is whether the role of international IP

conventions, whose dimensions were discussed previously, is
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enough to dispense with an international convention concerning

the law applicable to IPRs in the light of their universal nature.

1. ADEQUACY OF RULES INCLUDED IN
INTERNATIONAL IP CONVENTIONS

First, the previous title needs to be rephrased in a more direct way.
Do substantive rules and choice-of-law rules included in existing
conventions compensate for an international convention
determining the law applicable to IP issues? To answer this
question, this article will explain the main aspects of this matter
then it will allow readers to decide for themselves whether these
rules are adequate.

This article will consider the principle of national treatment,
being one of the most important substantive rules in international
IP conventions. It will also explain a few substantive rules to
determine their adequacy. Finally, the article will give examples
of the choice-of-law rules included in these conventions.

A. THE ROLE OF SUBSTANTIVE RULES INCLUDED IN
IP CONVENTIONS IN RESOLUTION OF THE
CONFLICT OF LAWS

The article will go into the details of the role of the national
treatment principle and then it will shed some light on other
substantive rules included in IP conventions. From the above
principle, the article will conclude a general rule applicable to
other substantive rules contained in these conventions.
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Based on the principle of national treatment, a state must grant
foreigners rights equal to those granted to its citizens. For example,
if this principle is applied to IPRs, a foreigner applying for
protection of their patent, trademark, or copyright would be treated
like a citizen of the member state of the international convention
whose provisions provide for the principle of national treatment.

This applies to all types of IPRs, each according to its nature.811

Hence, the purpose of applying the principle of national
treatment to IPRs is to equate foreign IP holders with national ones
according to the rule of non-discrimination by eliminating any

differences that may arise between them.

In general, WTO conventions, including the TRIPS
Agreement, have made the principle of national treatment an
integral part thereof in addition to the most favored nation (MFN)
principle, as expressly stated in Articles 3 and 4 of the TRIPS

Agreement.

Now, the key question is whether the principle of national
treatment involves a choice-of-law rule. The answer to this
question involves a big doctrinal debate; thus, it is better to discuss

the opinions adopted in this regard.

811 Paul E. Geller, International Intellectual Property, Conflict of laws, and
Internet Remedies, 10 J. INTELL. PROP., 136 (2015); PAUL
TORREMANS, INTELLECTUAL PROPERTY AND PRIVATE
INTERNATIONAL LAW (CRITICAL CONCEPTS IN INTELLECTUAL
PROPERTY SERIES # 12), 13 (Edward Elgar Publishing 2015).
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1. FIRST OPINION

It argues that “the principle of national treatment includes a

choice-of-law rule.”

This opinion has been widely accepted;®? however, it cannot
be firmly relied on. If it is true, to which law does the choice-of-
law rule refer? Apparently, the last question raises new debate
bearing in mind that the existing debate has not been settled yet. It
would be more appropriate here to indicate the law to which the
choice-of-law rule refers before elaborating on the principle of
national treatment itself and whether it includes a choice-of-law

rule.

Briefly, the principle of national treatment may refer to

either:

lex originis (law of origination);8®
lex fori (law of the forum country);84 or
lex protectionis (law of the country where the protection is sought)

since national treatment means that foreign works, inventions, or

812 NUNO PIRES DE CAVALHO, THE TRIPS REGIME OF
TRADEMARKS AND DESIGNS, 131, (Kluwer Law International, 2006)
813 JOSEPH DREXL & ANNETTE KUR (EDS.), CHOICE OF LAW AND
INTELLECTUAL PROPERTY (INTELLECTUAL PROPERTY AND
PRIVATE INTERNATIONAL LAW: HEADING FOR THE FUTURE),
134. (Hart Publishing, Oxford and Portland, Oregon 2005).

814 NING ZHAO, CHOICE-OF-LAW IN CROSS-BORDER COPYRIGHT
AND RELATED RIGHTS DISPUTES, 58 (2012), citing STEPHEN M.
STEWART & HAMISH SANDISON, INTERNATIONAL COPYRIGHT
AND NEIGHBORING RIGHTS, 37, 2nd Ed. (Butterworths 1989).
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marks can rely on domestic IP laws of the country where
protection is sought.®®

There is a strong indication that national treatment implies the
application of the lex protectionis, i.e. the former includes
application of the latter.8'® The Lex protectionis assumes that
persons protected by law have the right to claim the protection
afforded by the law of that state to its nationals 8!’ given that the
principle of national treatment is a non-discrimination rule as well

as a conflict rule.81®

In addition, reality shows how difficult it is to deny the strong
relation between the application of the lex protectionis and the
application of the principle of national treatment in that creators
have the right to be adequately respected and protected for their
mind creations, regardless of their place of residence and whether
they are nationals or foreigners. As a result, national legislation
sometimes provides explicitly for certain cases in which foreign

IPR holders may be treated as nationals without limitations.

815 JAMES J. FAWCEET & PAUL TORREMANS, INTELLECTUAL
PROPERTY AND PRIVATE INTERNATIONAL LAW, 694, 2nd Ed.
(Oxford University Press 2011)

816 Id., at 768.

817 STEPHEN M. STEWART, INTERNATIONAL COPYRIGHT AND
NEIGHBORING RIGHTS, 40 (Butterworth and Tanner 1983).

818 Zhao, supra note 3, at 56, fn. 368.
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2. SECOND OPINION

It explicitly considers that “the principle of national treatment

cannot be considered as ordaining or implying any choice-of-law

rule 99819

Simply put, proponents of this opinion argue that the principle
of national treatment aims to enforce the non-discrimination rule
by restraining states from enacting laws that treat national IPR
holders more favorably than foreign IPR holders. Therefore,
national treatment is a ‘mere’ non-discrimination rule belonging

to the law of foreigners not to the choice of law.8?°

Proponents of this opinion also argue that the U.S. Court of
Appeals was in favor of this opinion in its famous judgment in the
case of Itar-Tass Russian News Agency v. Russian Kurier %
where the Court held that “the principle of national treatment is
really not a conflict rule at all; it is not a direct application of the
law of any country. It simply requires that the country in which
protection is claimed to treat foreign and domestic authors
alike.”822 The court judgment applied the lex originis®?® whereby

819 Id., at 57, fn. 362.

820 MIREILLE VAN EECHOUD, CHOICE OF LAW IN COPYRIGHT
AND RELATED RIGHTS: ALTERNATIVES TO THE LEX
PROTECTIONIS, 107 (Kluwer Law International 2003).

821 Itar-Tass Russian News Agency v. Russian Kurier, Inc., 153 F.3d 82 (2nd
Cir. 1998). See also Graeme B. Dinwoodie, Developing a Private
International Intellectual Property Law: The Demise of Territoriality? 51
WM. & MARY L. REV., 716 (2009).

822 Zhao, supra note 3, at 57.

823 Marketa Trimble, Advancing National Intellectual Property Policies in
a Transnational Context, 74 MD. L. REV., 203 (2015).
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different persons will receive different rights in one country, which
is of course incompatible with the principle of national
treatment 824

3. THIRD OPINION

This opinion is a compromise between the former two opinions.
Proponents of this opinion are in favor of the “national treatment
principle as a choice-of-law rule in the limited sense” since the
principle requires the state to apply to foreigners the same law it

applies to its citizens.52

This opinion was accepted in substance; nevertheless, it was
criticized mainly for describing the principle of national treatment
as containing “a choice-of-law rule in the limited sense”.
Proponents of this opinion should have said that the principle of
national treatment is merely a 'non-discrimination rule” belonging
to the law of foreigners rather than the choice-of-law rules.826

Clearly, this is in favor of the second opinion.

Generally speaking, IPR conventions include other substantive
rules but there is no room to review them in this article. Some

believe that these rules contribute to the resolution of the conflict

824 PAUL TORREMANS, CHOICE OF LAW REGARDING
COPYRIGHT AND THE DEAD SEA SCROLLS, 119, citing in TIMOTHY
LIM & HECTOR MACQUEEN, ON SCROLLS, ARTEFACTS AND
INTELLECTUAL PROPERTY, 119 (Sheffield Academic Press 2001).

825 PAUL GOLDSTEIN, INTERNATIONAL COPYRIGHT:
PRINCIPLES, LAW AND PRACTICE, 89 (Oxford University Press 2001).
826 Eechoud, supra note 9, at 107; Drex| & Kur supra note 2, at 134.
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of laws relating to certain IP issues through identification of the
law applicable. These rules include the principle of minimum

protection,®?” the MFN principle,®?® and other principles.8?°

B. THE ROLE OF CHOICE-OF-LAW RULES INCLUDED
IN IP CONVENTIONS IN RESOLUTION OF CONFLICT
OF LAWS

To complete the discussion about the role of IP conventions in
resolution of conflict of laws, it is worth noting that the role of
these conventions regarding the law applicable to IP issues not
only includes the abovementioned substantive rules but also IP-
related-choice-of-law rules, which can be relied upon alongside
the substantive rules.

Accordingly, conventional choice-of-law rules assigns one of
the laws of the state parties to the convention to the dispute in
respect of the relation between the nationals of these states. This
norm is observed by many international IP conventions. Some of
these conventions provide for certain forms of choice-of-law rules,
which can be understood from their reference to a particular law
in some cases. Below are examples from the Berne, Paris, and
Rome Conventions.

827 Francois Dessemontet, Conflict of Laws for Intellectual Property in
Cyberspace, 18 J. INT’L ARB., 6 (2001); WILLIAM STRONG, THE
COPYRIGHT BOOK, 196, 3RD ED. (The Mitt press 1990).

828 Zhao, supra note 3, at 71.

829 WIPO INTELLECTUAL PROPERTY HANDBOOK: POLICY, LAW
AND USE, WIPO PUBLICATION, No. 489 (E), para. 5, 2nd Ed., 2008.
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1. APPLICATION OF THE LEX PROTECTIONIS

The lex protectionis is widely accepted in terms of IP issues and is
clearly adopted by many international IP conventions. The Berne,
Paris and Rome Conventions adopted the lex protectionis in many

instances as explicitly stated below:
i. LEXPROTECTIONIS IN THE BERNE CONVENTION

The Berne Convention adopted the lex protectionis in the

following provisions:
Article 5(2) states:

(2) The enjoyment and the exercise of these rights shall not be
subject to any formality; such enjoyment and such exercise shall
be independent of the existence of protection in the country of
origin of the work. Consequently, apart from the provisions of this
Convention, the extent of protection, as well as the means of
redress afforded to the author to protect his rights, shall be
governed exclusively by the laws of the country where protection

is claimed.
The former provision discusses two aspects:

An explicit exclusion of the law of the country of origin, i.e., this
law has no effect on the determination, exercise, and protection of

the right in any other country. Moreover, the enjoyment or exercise
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of these rights is not subject to any formality. This is called the
principle of automatic protection; and®®

An explicit statement that the scope of protection of copyright and
the redress prescribed for the author to protect their rights will be
governed exclusively by the laws of the country where protection

is claimed.831

Article 6bis (2) regarding persons entitled to exercise moral

rights to copyright states:

The rights granted to the author in accordance with the preceding
paragraph shall, after his death, be maintained, at least until the
expiry of the economic rights, and shall be exercisable by the
persons or institutions authorized by the legislation of the country
where protection is claimed. However, those countries whose
legislation, at the moment of their ratification of or accession to
this Act, does not provide for the protection after the death of the
author of all the rights set out in the preceding paragraph may
provide that some of these rights may, after his death cease to be

maintained.

830 YIJUN TIAN, RE-THINKING INTELLECTUAL PROPERTY: THE
POLITICAL ECONOMY OF COPYRIGHT PROTECTION IN THE
DIGITAL ERA, 23 (Routledge Cavendish 2009).

831 Dessemontet, supra note 16, at 489. See TOSHIYUKI KONO,
INTELLECTUAL PROPERTY AND PRIVATE INTERNATIONAL
LAW: COMPARATIVE PERSPECTIVES, 21. (Oxford and Portland, Hart
Publishing 2009); Rita Matulionyté, IP and Applicable Law in Recent
International Proposals: Report for the International Law Association, 3 J.
INTELL. PROP. I. TECH., 263 (2012).
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Article 10bis (1) states:

It shall be a matter for legislation in the countries of the Union to

permit the reproduction by the press, the broadcasting or the
communication to the public by wire of articles published in
newspapers or periodicals on current economic, political or
religious topics, and of broadcast works of the same character, in
cases in which the reproduction, broadcasting or such
communication thereof is not expressly reserved. Nevertheless,
the source must always be clearly indicated; the legal
consequences of a breach of this obligation shall be determined by
the legislation of the country where protection is claimed.

The Berne Convention also stipulates in Article 14bis(2)(a) that
the lex protectionis will determine copyright holders for
cinematographic works. In accordance with the preceding article,
the author's description is defined by the lex protectionis, whose
application is limited to cinematographic works and excludes
other IPRs.832

ii. LEXPROTECTIONIS IN THE PARIS CONVENTION

The Paris convention adopted the lex protectionis in many

articles. Below are examples of them:

Article 4 quarter states:
The grant of a patent shall not be refused and a patent shall not be

invalidated on the ground that the sale of the patented product or

832 Eechoud, supra note 9, at 65.
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of a product obtained by means of a patented process is subject to
restrictions or limitations resulting from the domestic law.
Article 11 states:

The countries of the Union shall, in conformity with their domestic
legislation, grant temporary protection to patentable inventions,
utility models, industrial designs, and trademarks, in respect of
goods exhibited at official or officially recognized international
exhibitions held in the territory of any of them.

It should be noted that although the previous text focuses on
domestic legislation of each state, it ultimately leads to the
application of the lex protectionis or the law of the country where
the protection is sought. In spite of the using different terminology,
the meaning remains the same.833

iii. LEX PROTECTIONIS IN THE ROME CONVENTION

The Rome Convention adopted the lex protectionis in the
following articles:

Article 7(2) & (1) states:
(1) If broadcasting was consented to by the performers, it shall be
a matter for the domestic law of the Contracting State where
protection is claimed to regulate the protection against
rebroadcasting, fixation for broadcasting purposes and the
reproduction of such fixation for broadcasting purposes.

833 PAUL TORREMANS, RESEARCH HANDBOOK ON CROSS-
BORDER ENFORCEMENT OF INTELLECTUAL PROPERTY, 422
(Edward Elgar Publishing 2014).
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(2) The terms and conditions governing the use by broadcasting
organizations of fixations made for broadcasting purposes shall be
determined in accordance with the domestic law of the Contracting
State where protection is claimed.
Article 13(d) states:
(d) The communication to the public of their television broadcasts
if such communication is made in places accessible to the public
against payment of an entrance fee; it shall be a matter for the
domestic law of the State where protection of this right is claimed
to determine the conditions under which it may be exercised.
2. APPLICATION OF THE LEX ORIGINIS

I. LEX ORIGINIS IN THE BERNE CONVENTION
The Berne Convention referred to the lex originis in some
instances,3** albeit less than it mentioned the lex protectionis. For
instance, Article 7(8) states, “In any case, the term shall be
governed by the legislation of the country where protection is
claimed; however, unless the legislation of that country otherwise
provides, the term shall not exceed the term fixed in the country of

origin of the work.”8%

834 JANE C. GINSBURG & MORTON L. JACKLOW, WORLD
INTELLECTUAL PROPERTY ORGANIZATION, PRIVATE
INTERNATIONAL LAW ASPECTS OF THE PROTECTION OF WORKS
AND OBJECTS OF RELATED RIGHTS TRANSMITTED THROUGH
DIGITAL NETWORKS, at 25, fn. 74,
http://www.wipo.int/edocs/mdocs/mdocs/en/gcpic/gepic_2.doc, 15/9/2020.
835 For a more detailed overview, see Fawceet & Torremans, supra note 4,
at 714,
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ii. LEX ORIGINIS IN THE PARIS CONVENTION

The Paris Convention adopted the lex originis in the following

articles:

Article 6quiniquies(A)(1) states, “Every trademark duly
registered in the country of origin shall be accepted for filing and
protected as is in the other countries of the Union.”

Article 7bis (1) states, “The countries of the Union
undertake to accept for filing and to protect collective marks
belonging to associations the existence of which is not contrary to
the law of the country of origin, even if such associations do not
possess an industrial or commercial establishment.”836

3. APPLICATION OF THE NATIONALITY LAW:

The Berne Convention also adopted the nationality law in
Article 15(4)(a):

In the case of unpublished works where the identity of the author
is unknown, but where there is every ground to presume that he is
a national of a country of the Union, it shall be a matter for
legislation in that country to designate the competent authority
which shall represent the author and shall be entitled to protect and

enforce his rights in the countries of the Union.

836 RUDIGER WOLFRUM, ET AL, (EDS.) MAX PLANCK
COMMENTARIES ON WORLD TRADE LAW, WTO: TRADE-
RELATED ASPECTS OF INTELLECTUAL PROPERTY RIGHTS, 131
(Martinus Nijhoff Publishers 2008).
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Works of Art and Manuscripts:

Acrticle 14ter (2) states, “The protection provided by the preceding

paragraph may be claimed in a country of the Union only if

legislation in the country to which the author belongs so permits.”

4. APPLICATION OF LEGISLATION OF THE COUNTRY
OF IMPORTATION

The Paris Convention also adopted the legislation of the

country of importation in Article 5quater:

When a product is imported into a country of the Union where

there exists a patent protecting a process of manufacture of the said

product, the patentee shall have all the rights, with regard to the

imported product, that are accorded to him by the legislation of the

country of importation, on the basis of the process patent, with

respect to products manufactured in that country.
PART Il

CONCEPTUALIZATION OF PROVISIONS OF AN
INTERNATIONAL CONVENTION CONCERNED WITH
THE LAW APPLICABLE TO IP ISSUES

Reality shows the need not only to explain the law applicable to IP
issues but also IP issues themselves. Therefore, the article will
tackle IP issues first, and then it will point out the law governing

each issue.

Before going into detail, it must be clarified that application of

the lex protectionis to many IP issues is widely accepted. This is
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evident in the legislation (relatively few) and judgments of some
states as well as in international IP conventions themselves. This
may be easily recognized in the examples mentioned previously in

this article.

In spite of its wide acceptance, the scope of application of the lex
protectionis has been a subject of debate between states. The
question is which of the IPR issues fall within the scope of the lex
protectionis. The article will attempt to answer this question by
addressing each IPR issue separately to determine the applicable

law to each issue in order to ensure logical sequence of the article.

In order to answer this question, there are two theories relating

to the scope of the lex protectionis:

First Theory: In some states, all issues are subject to the lex

protectionis,837 expect initial ownership and transferability, such

837 “For some countries, and under domestic private international law,
such as Germany and lItaly, the law applicable to intellectual property
right is_the lex protectionis, which applies to ... every issue concerning
intellectual property right,” JANE C. GINSBURG & EDOUARD
TREPPOZ, INTERNATIONAL COPYRIGHT LAW: U.S. AND E.U.
PERSPECTIVES: TEXT AND CASES, 688 (Edward Elgar Publishing
2015). ... the general conflict rule for copyright and other intellectual
property is the one referring to the law of the country for which
protection is claimed (lex protectionis),” Eechoud, supra note 9, at 95.
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as in Belgium,838 Switzerland,839 Germany,840 Italy,841

Austria, 842 China,844and Turkey.843

Second Theory: In other states, the lex protectionis applies only

to proprietary issues relating to existence, termination, duration,

scope, etc. of an IP whereas infringement issues (illegal conduct

838 See Arts. 93 & 94 Belgian Private International Law Code, “... all issues
related to initial copyright ownership should be governed by the law of the
country for which protection is sought.” TOSHIYUKI KONO,
JURISDICTION AND LAW APPLICABLE IN MATTERS OF
INTELLECTUAL PROPERTY (2012), in KAREN B. BROWN & DAVID
V. SNYDER (EDS.), GENERAL REPORTS OF THE XVHITH
CONGRESS OF THE INTERNATIONAL ACADEMY OF
COMPARATIVE LAW RAPPORTS, 411 (Springer Science+Business
Media 2012). See Fawceet & Torremans, supra note 4, at 706.

839 Art. 110 (1) Federal Private International Law Act.

840 Federal Supreme Court decision of June 17, 1992, GRUR, 697.

841 Art. 54 ltalian Private International law, “The rights in intangible
property shall be governed by the law of the State of use.” The law of the
State of Use means here lex protectionis as the doctrine adopted. See e.g. ...
which is generally interpreted as being a reference to the country of
protection principle.” EUROPEAN COMMISSION, FINAL REPORT TO
THE STUDY ON INTELLECTUAL PROPERTY AND THE CONFLICT
OF LAWS, 6, 27 (April 2000),
https://www.unil.ch/files/live/sites/cedidac/files/Articles/Conflict%200f%2

0Laws%20in%20Cyberspace.pdf . , Last visit on 2/10/2020.

See also “This rule has been interpreted as pointing to the law of the
protecting country,” Kono, supra note. 27, at 411.

842 Art. 34 Austrian Private International Law. TOSHIYUKI KONO, ET
AL., INTERNATIONAL LAW ASSOCIATION, (SOFIA CONFERENCE,
2012), INTELLECTUAL PROPERTY AND PRIVATE
INTERNATIONAL LAW, 9. See Austrian Supreme Court decision of
January 14, 1986, 4 Ob 408/85, GRUR Int. 735 (1986).

843 Arts. 48 & 50 Law of the People’s Republic of China on the Laws
Applicable to Foreign-Related Civil Relations Law (2010).

844 Art. 23(1) Turkish International Private and Procedural Law (Act No.
5718).
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and remedies) are subject to general applicable rules of the tort law

such as the lex loci delicti845 (e.g. the UK846 and the U.S.847).

It is remarkable that despite the theoretical and doctrinal
differences between the concept of the lex protectionis and the lex
loci delciti, reality shows that sometimes one law could be a lex
protectionis and a lex loci deciti at the same time.848
Nevertheless, this opinion is not completely accepted by all. It is
important to distinguish between the lex loci protectionis and the
lex fori, which might in some cases coincide. The same should

apply to the lex loci deliciti.849

It could be said that the lex protectionis is the current dominant
private international law doctrine.850 In other words, the general

conflict rule for copyright and other intellectual property is the one

845 Matulionyte, supra note 20, at 265.

846 Pearce v. Ove Arup Partnership Ltd., 3 W.L.R 332, Ch. 403 (2000); Def
Lepp Music v. Stuart-Brown, RPC 273 (1986).

847 Itar-Tass Russian News Agency v. Russian Kurier, Inc., 153 F.3d 82
(2nd Cir. 1998). “The court held that the place of an American copyright
infringement is in the United States,” Kono, supra note 20, at 146.
Dinwoodie, supra note 10, at 730; Trimble, supra note 12, at 248.

848 Matulionyte, supra note 20, at 266, fn. 37-38, citing in PAUL
GOLDSTEIN, INTERNATIONAL COPYRIGHT: PRINCIPLES, LAW,
AND PRACTICE, 99-100 (Oxford University Press 2001); Eechoud, supra
note 9, at 105, fn. 296.

849 Kono, supra note 20, at 358.

850 THORSTEN KASEBERG, INTELLECTUAL PROPERTY,
ANTITRUST AND CUMULATIVE INNOVATION IN THE E.U. AND
THE U.S., 44. (Oxford and Portland, Oregon 2012)
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referring to the law of the country for which protection is

claimed.851

Furthermore, it has been observed that the majority in
Germany supports the application of the lex protectionis to
determine the question of initial ownership as held by the German
Federal Supreme Court,852 “In Germany, there is a clear case-
law: the Schutzland principle, i.e., lex protectionis governs all
issues.”853 Thus, the country of protection rule is a well-
established rule of conflict of laws applicable to all issues related

to copyright disputes.854

Accordingly, when determining the scope of the law
applicable to IPRs, it is better to consider the issues governed by
IP laws and understand the traditional choice-of-law rules in order
to determine the most appropriate applicable law. This is essential
in that the majority of IP laws do not determine which law governs
which matter. Moreover, there are no clear provisions governing
the scope of the law applicable in IP conventions, which are

primarily drafted for this purpose. Therefore, some issues fall

851 Eechoud, supra note 9, at 95.

852 Kono, supra note 27, at 411.

853 Eechoud, supra note 9, at 96.

854 Rita Matulionyte, Book review — Stig Stromholm, Copyright and the
Conflict of Laws: A Comparative Survey, 2J. INTELL. PROP. I. TECH, 158
(2011),

https://www.jipitec.eu/issues/jipitec-2-2-2011/3094/jipitec-2-br-
matulionyte.pdf.
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within the scope of the lex protectionis while others do not. It is
well known that a law, no matter how widely accepted it is, does

not include all issues within its scope of application.

Now, the article will present an initial conceptualization of the
IPR issues falling within the scope of the lex protectionis and

others that do not fall within its scope.

I. SOME ISSUES FALLING WITHIN THE SCOPE OF
THE LEX PROTECTIONIS
A. PROPRIETARY ASPECTS

The question of proprietary aspects is on top of the list of issues
that fall within the scope of the lex protectionis. The term
proprietary aspects refers to the existence, scope, and duration of
an IP since they are intertwined.855 This means that the lex
protectionis principle determines the existence and creation of a
right.856 In other words, the law of the protecting country will

govern the duration and the termination of a right.857

Accordingly, the lex protectionis relates to the copyrightability
and patentability of IPRs.8%8 First, it must be pointed out that legal
protection of an intellectual right entails protection of that right

until the lapse of the legal period specified for the protection of the

855 Eechoud, supra note 9, at 171.

856 Kono, supra note 27, at 411.

857 Fawceet & Torremans, supra note 4, at 714.
858 Kaseberg, supra note 20, at 44.

363



THE NEED FOR AN INTERNATIONAL CONVENTION ON THE LAW APPLICABLE TO IP ISSUES

right by law. This is the general rule. Following the lapse of the
legal period, what was prohibited in the past in now permissible
since the intellectual right has now entered the public domain. It is
worth mentioning that entering of IPRs into the public domain has

recently attracted widespread global attention.859

It is noticeable that the lex protectionis is the best choice in this
regard, particularly since “Intellectual property rights are droits
indépendants [independent rights], not droits acquis [acquired
rights] because of their legal nature.”860 Besides, the Paris and
Berne Conventions may have adopted the same law as stated in
Article 4 bis(1) of the Paris convention and Article 18(2) of the

Berne convention.

In this regard, it should be noted that the expiry of an
intellectual right is a subject relating to the financial right only not
the moral right. It is well known that protection of a moral right
does not expire with the lapse of a certain period because it is a
permanent and continuous right contrary to a financial right.
Accordingly, legal protection of an intellectual right to exploit a
work only relates to the financial aspect and does not affect the

moral one.

859 SEVERINE DUSOLLIER, COMMITTEE ON DEVELOPMENT AND
INTELLECTUAL PROPERTY (CDIP), WIPO PUBLICATION, SCOPING
STUDY ON COPYRIGHT AND RELATED RIGHTS AND THE PUBLIC
DOMAIN, www.wipo.int/meetings/en/doc_details.jsp?doc_id=197962,
2/10/2020.

860 Eechoud, supra note 9, at 125.
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Moreover, among the issues covered by the lex protectionis is
the essence of an intellectual right itself, i.e. the moral and
financial aspects.861 This is because financial and moral rights are
inseparable. Moral rights are viewed as being within the realm of
issues linked to the existence of IP, which is actually governed by
the lex protectionis.862 It has been observed that jurisprudence
suggests that the Berne Convention applies the lex protectionis to
moral rights of IP holders in view of the explicit text of Article
6bis(3).863

On the other hand, there are opinions opposing the application
of the lex protectionis to the moral aspect of IPRs despite the
widespread application of lex protectionis. Thus, there are
different jurisprudential views regarding the law applicable to
moral rights. Hence, the article will discuss below two mainstream

views in this regard:

Civil law states: they recognize the moral rights of IP holders,
such as France and Germany; and
Common law states: They recognize these rights to a lesser

extent, such as in the U.S.

861 JUSTINE PILA AND PAUL TORREMENTS, EUROPEAN
INTELLECTUAL PROPERTY LAW, 567. (Oxford University Press 2016);
Kono et al., supra note 20, at 755.

862 Eechoud, supra note 9, at 112.

863 Lim & MacQueen, supra note 13, at 124.
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Some views prefer application of personal law to moral

rights,864 especially since they consider them personal rights.865
B. INITIAL OWNERSHIP

The second issue falling within the scope of the lex protectionis is
initial ownership. Some states have actually used the lex
protectionis to determine initial ownership, such as Germany.866
Many European states followed Germany lead and considered
initial ownership a form of “proprietary matter" that must be
governed by the lex protectionis,®’ such as Italy,%®® Belgium, and

Japan.86°
STANDS OF ACADEMIC PROPOSALS

Reports and projects of academic entities are very keen on
showing where they stand on the issue of the law applicable to
determine initial ownership. In general, one can easily notice a

similar stand on relevant provisions: Article 3:201 of the CLIP

864 Pila & Torremans, supra note 50, at 567, This point of view has also been
cited in JUSTINE PILA & PAUL TORREMANS, EUROPEAN
INTELLECTUAL PROPERTY LAW, 537 (2nd Ed., Oxford University
Press 2019).

865Lim & MacQueen, supra note 13, at 124; Eechoud, supra note 9, at 173,
fn. 508, citing in JACQUES RAYNARD, DROIT D’AUTEUR ET CONFLIT
DE LOIS: ESSAI SUR LA NATURE JURIDIQUE DU DROIT D’AUTEUR,
220 (Litec 1990).

866 Kono, supra note 20, at 140.

867 Id., at 139.

868 Art. 54 Italian Private International Law.

869 Torremans, supra note 22, at 430; Kono, supra note 20, at 411: Japanese
Report, 785 and Belgian Report, 407.
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Proposal and Article 308 of the Joint JK Project.870 Both

proposals used the term "the country of which protection is

sought". Furthermore, Article 305 of the Transparency Project
used the term “the law of granting state,”871 which is the same as

the “the law of the protecting country.”872

On the other hand, the stand of the ALI Principles is different
from that of the abovementioned proposals. In Article 311, it
clearly provides for the application of the law of the country of

registration to the initial ownership issue.873

STATES AGAINST APPLICATION OF THE LEX
PROTECTIONIS TO INITIAL OWNERSHIP

Some states are in favor of the application of the lex originis

instead of the lex protections to the initial ownership, such as

870 COMMENTARY ON PRINCIPLES OF PRIVATE
INTERNATIONAL LAW ON INTELLECTUAL PROPERTY RIGHTS,
142, JOINT PROPOSAL DRAFTED BY MEMBERS OF THE PRIVATE
INTERNATIONAL LAW ASSOCIATION OF KOREA AND JAPAN,
(WASADA UNIVERSITY GLOBAL COE PROJECT OCTOBER 2010);
PRINCIPLES OF PRIVATE INTERNATIONAL LAW ON
INTELLECTUAL PROPERTY RIGHTS, 111, QUARTERLY REVIEW
OF CORPORATION AND LAW AND SOCIETY (Waseda University
2011). Kono, supra note 20, at 151.

871 1d., at 117.

872 “This term (the law of the protecting country) is sometimes used to refer
to the law of the granting state.” See TOSAPORN LEEPUENGTHAM, THE
PROTECTION OF INTELLECTUAL PROPERTY RIGHTS IN OUTER
SPACE ACTIVITIES, 178 (Edward Elgar Publishing 2017).

873 Graeme W. Austin, Intellectual Property Politics, and the Private
International Law of Copyright Ownership, 30 BROOK J. INT’L L, 913
(2005).
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France 874 and the U.S.875 This is particularly true when it comes

to copyright since the U.S. has effectively adopted a lex originis
rule regarding copyright authorship.876 In addition, Canada877
depends on the closest connection or the most significant

relation,878 which is similar to the lex originis.

C. TRANSFERABILITY OF INTELLECTUAL
PROPERTY

The third issue falling within the scope of the lex protectionis is
transferability of an intellectual right. Generally speaking, only the
financial aspect of an intellectual right may be transferred because
the moral aspect may not be transferred or disposed of even after
the death of an IP holder.879 Since moral rights are non-
transferable, there is no room for conflict of laws.880 Hence,

transferability is related to the financial aspect only.

874 Even if France stand is adopted “as lex originis has been followed by
case law.... and has later been replaced by a territorial approach leading to
the same result than the lex protectioinis rule,” PEDRO DE MIGUEL
ASENSIO, CONFLICT OF LAWS AND THE INTERNET, ft. 223-224
(Edward Elgar Publishing 2020).

875 Itar-Tass Russian News Agency v. Russian Kurier, Inc., 153 F.3d 82 (2d
Cir. 1998). Cf. Films by Jove, Inc. v. Berov, 154 F. Supp 2d 432, 448-61
(E.D.N.Y. 2001), citing in Dinwoodie, supra note 10, at 731, fn. 35.

876 Id., at 731.

877 Torremans, supra note 22, at 430.

878 Kono, supra note 27, at 410; RITA MATULIONYTE, LAW
APPLICABLE TO COPYRIGHT: A COMPARISON OF THE ALI AND
CLIP PROPOSALS, 215 (Edward Elgar Publishing 2011).

879 Fawceet & Torremans, supra note 4, at 515.

880 Torremans, supra note 1, at 20.
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It is worth noting that the lex protectionis determines the
transferability of an intellectual right, in whole or in part, as well
as its assignability to a third party, with or without consideration.
Given the fact that IPRs consist of a bundle of prerogatives that
can be waived in whole or in part,881 then determination of the
extent of an intellectual right transferability depends on the

existence and content of the intellectual right itself.882

The previous paragraph relates to the question of transferability
of an intellectual right, which is different from the actual transfer
of an intellectual right. Thus, part of the scope of the lex
protectionis is to determine whether an intellectual right is
transferable.®% The Lex protectionis applies to the conditions of
validity of such transfer or licensing and its effect on third
parties.884 Of course, licensing or sale of IPRs is the most
important method of financial exploitation of IPRs in addition to

assignment.885
STANDS OF ACADEMIC PROPOSALS

CLIP Principles: These Principals are distinctive in this regard.
They expressly state that the lex protectionis determines whether

an intellectual right is transferable. The lex protectionis also

881 Eechoud, supra note 9, at 193.

882 Torremans, supra note 22, at 434.

883 Fawceet & Torremans, supra note 4, at723.
884 Kono, et al., supra note 31, at 10.

885 Eechoud, supra note 9, at 193.
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determines whether transfer of an intellectual right or a license
thereto could be invoked against third parties.886

Transparency Project: The Project states that the issue of
transferability of IPRs is subject to the lex protectionis, i.e. the law
of the country that granted the intellectual property rights.887
Joint JK Project: The Project provides for the application of the
lex protectionis. It explicitly states that the law of the country from
which protection is claimed will determine whether an intellectual
right is transferable.888

AL Principles: These Principles state that the law of each state
for which rights are transferred is the law applicable to
transferability of IPRs.889 Some consider that the ALI Principles
strictly adopts the notion of territoriality for suggesting that the
transferability of IP rights is governed by the law of each state for

which the rights are transferred.890

886 Art. 3:301 CLIP Proposal, CONFLICT OF LAWS IN INTELLECTUAL
PROPERTY: THE CLIP PRINCIPLES AND COMMENTARY, THE
EUROPEAN MAX PLANCK GROUP ON CONFLICT OF LAWS IN
INTELLECTUAL PROPERTY, 236 (Oxford University Press 2013) in
particular, JOSEF Drexl, Part 3: Applicable Law, Section 3: Transferability.
887 Art. 305 Transparency Project.

888 Art. 309 Joint JK project.

889 Art. 314 ALI Principles; INTELLECTUAL PROPERTY: PRINCIPLES
GOVERNING JURISDICTION, CHOICE OF LAW AND JUDGMENT IN
TRANSNATIONAL  DISPUTES (WITH COMMENTS AND
REPORTER’S NOTES), Part Ill: Applicable Law, 17-19 (American Law
Institute 2008). See Kono et al, supra note 31, at 9.

890 Kono, supra note 20, at 137.
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D. PROTECTION OF IPRS

This issue is the fourth issue falling within the scope of the lex
protectionis. Regulation of the protection of IPRs has two aspects:
forms of infringement of these rights and means of protecting
them. In other words, they involve infringement and remedies,

which are governed by the lex protectionis.891

The lex protectionis is widely accepted in this regard due to the
perceived territorial nature of IP.892 It is considered the law of the
place in which the acts constituting infringement occurred. Some
even tend to define the law of the country of protection as the
country in which an intellectual right has been infringed.893
Moreover, it is possible that all elements of a dispute may take
place in one state, for instance a patent owned by an American
citizen may be infringed within U.S. borders by an aggressor who

also bears the same nationality.894

891 Kono, supra note 27, at 411.

892 Eechoud, supra note 9, at 4; Sophie Neumann, Intellectual Property
Rights Infringements in European Private International Law: Meeting the
Requirements of Territoriality and Private International Law, 7 J. PRIV.
INT’L L, 584 (December 2011).

893 ... the country of origin is taken to be the country where the work was
published for the first time and the country of protection is the one in which
the right has been infringed.” See ANDRE LUCAS, APPLICABLE LAW IN
COPYRIGHT INFRINGEMENT CASES IN THE DIGITAL
ENVIRONMENT, UNESCO E-COPYRIGHT BULL., 2, (October-
December 2005),
http://unesdoc.unesco.org/images/0014/001436/143657e.pdf, 2/10/2020.
894 See Zhao Lei, Beyond the US Borders: A Primary Analysis of
Extraterritorial Application of U.S. Patent Law, 19 J. INTELL. PROP. RTS,,
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It is noteworthy that criminal sanctions are beyond the scope of
the conflict of laws since they have a territorial character relating
to the sovereignty and territorial integrity of each state, i.e. each
judge is obliged to apply the criminal sanctions included in its

national law "lex fori."

The lex protectionis determines which intellectual right enjoys
the protection in the state; however, it must be emphasized that
application of the lex protectionis here means application of its
substantive rules only and excluding rules relating to private
international law in order to avoid the consequences of renvoi.895
It may be interesting to note that the definition of the Latin term
lex originis coincides with the application of the lex protectionis

in case of infringement of IPRs.896

There is limited support by jurists to the full application of the
lex originis to copyright matters.897 Some support the exclusion
of the IP infringement from the scope of the lex originis because it
IS subject to the lex protectionis. This is as if opponents of full
application of the lex originis themselves believe in the exclusion

of IPR infringement from the scope of this law.898

27 (January 2014).

895 Kono et al, supra note 31, at 8.

896 AARON X. FELLMETH & MAURICE HORWITS, GUIDE TO
LATIN IN INTERNATIONAL LAW, 173 (Oxford University Press 2009).
897 Eechoud, supra note 9, at 1109.

898 Eechoud, supra note 9, at 121, citing in E. BARTIN, PRINCIPES DE
DROIT INTERNATIONAL PRIVE SELON LA LOI ET LA
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Finally, review of relevant legislation shows that some national
legislation clearly provides for application of the lex protectionis
to the issue of IPR infringement, such as the Swiss Private
International Law.899 Actually, some courts,900 especially in the
U.S., held that “most national courts have applied the lex loci
protectionis to determine the law applicable in intellectual
property cases, at least in adjudicating the question of

infringement.”901

STAND OF ROME Il REGULATION ON APPLICATION
OF THE LEX PROTECTIONIS TO NON-CONTRACTUAL
OBLIGATIONS

Article 8(1) of the Rome Il Regulation adopts application of the
lex protectionis to infringement of IPRs by stating, “The law
applicable to a non-contractual obligation arising from an

infringement of an intellectual property right shall be the law of

JURISPRUDENCE FRANCAISE, fn. 63 (1930).

899 “Intellectual property rights shall be governed by the law of the State in
which protection of the intellectual property is sought,” Art. 110(1) Swiss
Private International Law, citing in Trimble supra note 12, 246. See also Art.
34 Australian Private International Law.

900 Gaste v. Kaiserman, 683 F. 2d 1016 (2d Cir. 1988); Interspace
Corporation v. Lapp, Inc., 721 F.2d, 460 (3d Cir. 1983); San Francisco Arts
& Athletics v. U.S. Olympic Committee, 483 U.S. 522 (1987); Oracle
America, Inc. v. Google, Inc., 872 F. Supp. 2d 974, N.D. Cal. (2012); Nichols
v. Universal Pictures Corat et al., 45 F.2d 119 (2d Cir. 1930); Princeton
University Press v. Michigan Document Services, Inc., 99 F.3d 1381 (6h Cir.
1996).

901 Dinwoodie, supra note 10, 729.
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the country for which protection is claimed,”902 as long as there

IS no contractual obligation.

Article 3 of the Regulation stipulates the same, “Article 13 shall
apply to non-contractual obligations arising from an infringement
of intellectual property rights.” Some even consider Article 13 a

mere extension of Article 8.903

Paragraph 26 of the Regulation recitals indicates that the term
"Iintellectual property rights" means copyright, related rights,

databases and industrial property.904

DOCTRINES AGAINST APPLICATION OF THE LEX
PROTECTIONIS TO INFRINGEMENT

Logic dictates that the only realistically applicable law to

infringement is the lex protectionis.905 Nevertheless, some

902 Art. 8(1) EC REGULATION ON THE LAW APPLICABLE TO NON-
CONTRACTUAL OBLIGATION, citing in ADRIAN BRIGGS, THE
CONFLICT OF LAWS, 312, 3rd Ed., Clarendon Law Series (Oxford
University Press 2013). Fawceet & Torremans, supra note 4, at 913; Drexl|
& Kur, supra note 2, at 52; Zhao, supra note 3, at 136.

903 PETER HUBER, ROME Il REGULATION: POCKET
COMMENTARY, 323 (Sellier European Law Publishers 2011).

904 Regulation (EC) No. 864/2007 of the European Parliament and of the
Council of July 11, 2007 on the law applicable to non-contractual
obligations; Zuzana Slovakov4, International Private Law Issues regarding
Trademarks Protection and the Internet within the EU, 3 J. INT’L COM. L.
AND TECH., 76 (2008); STEFANIA BARIATTI (ED.), LITIGATING
INTELLECTUAL PROPERTY RIGHTS DISPUTES CROSS-BORDER:
EU REGULATIONS, ALI PRINCIPLES, CLIP PROPOSAL, 63 (CEDAM
2009).

905 Drexl & Kur (Eds.), supra note 2, at 148.
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believe that the most appropriate law applicable to infringement of
IPRs is the lex loci delciti in that it is the most relevant.906 In this
regard, some argue that the former view is consistent with the
judgment of the US court of appeals in the famous case, Itar-Tass
Russian News Agency v. Russian Kurier, in which the court held
that the place where American copyright was infringed is the
U.S.907. The court applied the lex loci deliciti since it is the law
of the country in which the tort took place. The same view is

adopted in Canada.908

TWO LAWS IN ONE (LEX LOCI DELICITI, LEX
PROTECTIONIS AND LEX FORI)

It is fundamental to point out the following:

Coincidence between the lex loci deliciti and the lex

protectionis: With regard to the judgment of the U.S. Court of
Appeals, it has been argued that the use of the term lex loci delicti

does not mean that the term lex loci protectionis was avoided. In

906 AXEL METZGER, LAW APPLICABLE UNDER THE CLIP
PRINCIPLES: A PRAGMATIC REVALUATION OF TERRITORIALITY,
172 (Tibingen 2010); Graeme W. Austin, Social Policy Choices and Choice
of Law for Copyright Infringement in Cyberspace, OR. L. REV., 575 (2000);
PETER K. YU, CONFLICT OF LAWS ISSUES IN INTERNATIONAL
COPYRIGHT CASES, 3 (GigaLaw.com 2001),
http://www.peteryu.com/gigalaw0401.pdf, 15/9/2020.

907 Kono, supra note 20, at 146; Trimble, supra note 12, at 248; Dinwoodie,
supra note 10, at 730.

908 Kono, supra note 20, at 145.
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fact, in the U.S., lex loci delicti is often used interchangeably with

lex loci protectionis.909

Nevertheless, some are against that opinion because it is important
to distinguish between the lex loci protectionis and the lex fori,
which might coincide in some cases. The same observation should
be made in relation to the lex loci delicti.910

Coincidence between the lex deliciti and the lex fori: On the

other hand, some support the coincidence between these two laws
since the lex loci delicti typically coincides with the lex fori.911
Il. SOME ISSUES BEYOND THE SCOPE OF THE LEX
PROTECTIONIS
A. IP CONTRACTS

Among the issues beyond the scope of the lex protectionis are
contracts concluded by IP holders in the process of exploitation of
their intellectual rights, such as contracts made by an author, for
example, with others to exploit their work financially including
printing, publishing, and distribution contracts; contracts for
licensing the right of exploitation of IPRs; and other relevant
contracts. These contracts are subject to the law selected by the
parties. If a certain issue is beyond the scope of the lex

909 Matulionyte, supra note 20, at 265, fns. 37-38, citing in Goldstein, supra
note 14, at 99-100; Eechoud, supra note 9, at 105, fn. 296.

910 Kono, supra note 20, at 358.

911 Eechoud, supra note 9, at 99, fn. 276, citing in KASPAR SPOENDLIN,
DER INTERNATIONALE SCHUTZ DES URHEBERS, 107, 11-54 (UFITA
1988).
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protectionis, then reasons for non-application of the lex
protectionis and those for application of another law must be

explained.

B. SPECIFIC APPLICATIONS RELATING TO
INFRINGEMENT OF IPRS

Copyright is the first aspect of IP. It is being widely infringed in
view of their nature and purpose. In some cases, this may require
publication of a work on the Internet, which entails several
ramifications, including infringement of the work after
publication.912 After major changes in the communications
technology, particularly in computer and information
broadcasting, it has become easy to infringe any IP anywhere in
the world by unauthorized access to protected IP rights.913

Another excludable issue from the scope of the lex protectionis
IS publication of works via satellite or the Internet. This will be

discussed in the following section.

1. LAW APPLICABLE TO WORKS PUBLISHED VIA
SATELLITE

It is undeniable that satellite broadcasting presents an even

more complex picture. Does the broadcasting take place in the

912 FANSHU YANG, INFRINGEMENT OF INTELLECTUAL
PROPERTY RIGHTS OVER THE INTERNET AND PRIVATE
INTERNATIONAL LAW, 27 (Master Thesis to the University of
Nottingham 2010).

913  JURGEN BASEDOW, FOUNDATIONS OF  PRIVATE
INTERNATIONAL LAW IN INTELLECTUAL PROPERTY, 8 (2009).
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country of the uplink where the signal is transmitted from the
ground station towards the satellite or does it also take place
wherever the signal from the satellite is received?914 Thus, the

broadcasting may be within the scope of two states:

The country where the signal is emitted from the ground
station towards the satellite (the country of the uplink); and

The country where the signal from the satellite is received.

In order to illustrate this further, the idea of publishing via
satellite itself requires distinction between two basic theories and
accordingly the law applicable:

First Theory: Same place of transmission and reception

This theory assumes that the work is received by a ground
satellite station located in a particular country and is then
broadcasted in the same state. This assumption would not raise any
debate in that all the elements are in one state. Therefore, the law
of the country that transmitted the work, which is the same country
that received the work, is applicable.

Second Theory: Different places of transmission and

reception

The theory here assumes that the transmission and reception
processes have exceeded the borders of one state. In this case, the

situation will be as follows:

914 Fawceet & Torremans, supra note 4, at 711.
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Emission theory: It means applying the law of the country from
which satellite signals are emitted since it is the country of origin
of the signal. Enforcement of this law is in the interest of
broadcasting organizations since it allows them to easily obtain
licenses for use of works from one country.915

This theory coincides with the national treatment principle
stated in the Berne and Rome Conventions. In this case, the law
applicable is the law of the state from which the signal is

transmitted to the satellite.

Reception theory: It means applying the law of the country of
reception.916 This law may be described as “the footprints of the
satellite”.917 Accordingly, this theory has proponents among IPR
holders since it grants them better protection.918

The combined application of the law of the states of
transmission and reception: This theory depends on the Arpad
Bogsch Theory, which supports the application of both laws
because emission and reception are essential elements and the

copyright law of the emission country and those of the countries

915 Anu Uritam, Copyright and Related Rights in Satellite Broadcasting and
Law Applicable,12-19, JURIDICA (1997),
https://www.juridica.ee/juridica_en.php?document=en/articles/1997/1/230

57.SUM.php,2/10/202.

916 Id.

917 Fawceet & Torremans, supra note 4, at 711.

918 Uritam, supra note 103, at 12-19.
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inside the footprint of the satellite should be applied

cumulatively.919

In reference to Article 11bis of the Berne Convention, some
jurists believe that the wording of the Convention could lead one
to the conclusion that both emission and reception are essential

elements.920

2. LAW APPLICABLE TO WORKS PUBLISHED VIA
THE INTERNET (ONLINE)

Ever since the advent of the Internet, pressure has been mounting
due to a predominant feeling that rights of users are increasing at
the expense of interests of authors in some cases. Despite the fact
that modern technology has numerous advantages, unfortunately
it has numerous disadvantages too. One of these disadvantages is
the e-publishing of intellectual works. Indeed, some has described
the relation between copyright law and the Internet as a

“complicated relation”.921

The issue of the law applicable to works published via the

Internet requires differentiation between two hypotheses:

919 Fawceet & Torremans, supra note 4, at 711.

920 Id.; PAUL TORREMANS, HOLYOAK AND TORREMANS
INTELLECTUAL PROPERTY LAW, 221, 8th Ed. (Oxford University
Press 2016), citing in M. FISCOR, INTERNATIONAL BUSINESS LAW,
258 (1990).

921 Yang, supra note 100, at 27.
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First Hypothesis: The provider and receiver of the service are

in one place:

This hypothesis does not cause ambiguity when determining the
law applicable because all elements of the work are in one state.
Accordingly, the relation is purely national, which justifies
undisputable application of the law of the state where the provider
and receiver of service are.

Second Hypothesis: The location of the service provider differs

from the location of the service receiver:

This hypothesis is debatable. It assumes that the service is
provided in a place different from the one where it is received. This
idea creates conflict between:

The law of the sending state: the law of the state where the
computer is located; and

The law of the receiving state: the law of the state where the
published work is electronically received within its territory.

Third hypothesis: this hypothesis stemmed from the previous two

hypotheses. It leaves the option to the author to select between the

law of the sending state and that of the receiving one.

Of course, several amicable settlements can be used for
alternative dispute resolution such as good offices and

conciliation922 .This also involves mediation or arbitration, which

922 CARLOS CORREA, TRADE RELATED ASPECTS OF
INTELLECTUAL PROPERTY RIGHTS: A COMMENTARY ON THE
TRIPS AGREEMENT, 494, (Oxford University Press 2020)
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are often cheaper and faster than litigation923 .WIPO has a leading

role in these two specific areas924.

APPLICABILITY OF THE LEX PROTECTIONIS TO
WORKS PUBLISHED VIA INTERNET AND SATELLITE

Although the context of the two previous parts relates to issues
beyond the scope of the lex protectionis, some jurists still
recommend application of the lex protectionis to them. This view
Is because the lex protectionis (which is also the lex fori) is a
consistent solution with this contemporary means for transfer of
ideas and intellectual creativity to the public. Furthermore, the
state where protection is sought is usually the place where the

infringement of copyright occurs.

The reason for the various juristic views on the law applicable
to IP issues in general and works published via satellite or the
Internet is the great legislative gap, which is rarely filled by
explicit legislative provisions. Thus, keeping up with
technological development will not be completely achieved unless

it is accompanied by legislation regulating all aspects of

923 INTELLECTUAL PROPERTY OFFICE “PATENT OFFICE”, UK,
INTELLECTUAL PROPERTY RIGHTS IN THE U.S,, 8, 10. (2013),
https://assets.publishing.service.gov.uk/government/uploads/system/uploads
[attachment_data/file/456368/IP_rights in USA.pdf, 2/10/2020.

924 For more details, see WIPO MEDIATION, ARBITRATION,
EXPEDITED ARBITRATION AND EXPERT DETERMINATION RULES
AND CLAUSES, WORLD INTELLECTUAL PROPERTY
ORGANIZATION: ARBITRATION AND MEDIATION CENTER (ADR)
(2020).
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technology, particularly since an intellectual right tends to spread

quickly. This necessity legislative protection.

The same applies to relevant international IP conventions.
Despite the diversity and abundance of these conventions, many
of them are still unable to accommodate all developments and

implications of technology.

C. IDENTIFICATION OF THE ORIGINAL HOLDER OF
COLLECTIVE IPRS

The nature of collective IPRs implies that any increase in the
number of persons holding intellectual rights entails a change in
the rights granted to these holders. Hence, criteria for
determination of the law applicable differ. The more holders of
intellectual right there are, the more laws may apply to them,
which may lead to a conflict between these laws. So, what is the
most relevant law in this case? The applicable law is based on the
will of the parties concerned and agreements between them.
Therefore, if there is an agreement between the parties, it must be
honored. The question is what would happen in absence of such

an agreement? Which law should apply?

In spite of the important role of the lex protectionis in the
context of IPRs in general, it is difficult to apply the lex
protectionis to determine holders of a collective intellectual right
because it varies, of course, depending on the law of each country

where the protection is sought. In addition, the situation will not
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be much different if the nationality law of a creator is applied.
Which nationality should have priority in the light of an
intellectual right and multiple holders thereof? What is the basis

for selecting the law of nationality?

Regarding the law applicable to collective rights, copyright, the
lex originis (the law of the country in which the work was first
published) is considered the most appropriate law for determining
the intellectual right holder. The same applies to collective
industrial property rights. For instance, the law of the country of
origin of a patent owned by multiple holders would be the law of
the country in which the patent was granted for the first time, the
law of the first country of use of the collective trademark, the law
of the first country where the industrial design or model was, etc.
Accordingly, the most appropriate applicable law to collective

intellectual property, in general, is the lex originis.

Another significant point has to do with an invention created
by more than one inventor where each inventor independently
applies for a patent. The question is which inventor has the right
to register the invention. A few legislations, such as the America
Invents Act (AlA), adopts the principle of first-inventor-to-file
(FITF). According to this principle, whoever files a patent
application first can be awarded a patent.925 It is worth noting that

the abovementioned principle was codified after a long debate

925 Id., at 5.
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between giving precedence to the first-to-invent or the FITF

principle.926

Finally, proposals and principles relating to IP and private
international law focus on the law applicable to collective IPRs in
the following articles: Article 313(1) ALI Principles, Article
308(2) Joint JK Project, Article 305 Transparency project, and
Article 3:401(1) & (2) CLIP Proposal.927

D. PROTECTION OF IPRS BASED ON RULES OF
UNFAIR COMPETITION

There are means to protect IP rights other than those included in
IP legislation adopted by many states, such means includes basing
this protection on unfair competition rules. An unfair-competition
lawsuit is a response to a breach of public duty that should be
adhered to by all, namely, to follow honest and legitimate methods

of competition.928

It is worth noting that reliance on unfair competition lawsuits
is based not only on general rules of rights protection and national
legislation but also on IP conventions, as evidenced in many
provisions of these conventions. For example, the Paris

Convention stresses its keenness on application of unfair-

926 TOSHIKA TAKENAKA, INTELLECTUAL PROPERTY IN
COMMON LAW AND CIVIL LAW, 5 (Edward Elgar Publishing 2013).
927 Matulionyte, supra note 20, at 264.

928 Fawceet & Torremans, supra note 4, at 861.
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competition rules by including an article stating that all Member
States are obliged to provide some measure of protection against
any act of unlawful competition by their nationals. It did not stop
at that; the article was followed by another article clarifying the
essence of the notion by stating that any competition that
contradicts the honorable customs in industrial or commercial
matters is considered an act of unfair competition. The following
article then illustrated some prohibited actions.929 Article 3 of the
Geneva Convention for the Protection of Producers of
Phonograms against Unauthorized Duplication of their
Phonograms provided for application of unfair competition rule

t00.930

Adoption of unfair-competition lawsuits extended to relevant
international conventions. For instance, Article 6(1) of the Rome
Il Regulation on the law applicable to non-contractual obligations
states, “The law applicable to a non-contractual obligation arising
out of an act of unfair competition shall be the law of the country
where competitive relations or the collective interests of

consumers are, or are likely to be, affected.”931

929 Art. 10(b) Paris Convention; Id., at 862.

930 INTELLECTUAL PROPERTY: PRINCIPLES GOVERNING
JURISDICTION, CHOICE OF LAW, AND JUDGMENT IN
TRANSNATIONAL DISPUTES, supra note 78, at 8-9.

931 Huber, supra note 91, at 145; Fawceet & Torremans, supra note 4, at
860-862.
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Article 6(1) of the Rome Il Regulation has given rise to
criticism. Some doctrines clearly noted that Article 6(1) puts
forward an entirely rigid rule. This is because an act of unfair
competition may affect several (national) markets and there is no
mechanism to depart from the choice of law rule towards an

alternative rule-based, e.g. the closest connection.932

The fundamental question here is whether Article 6(1) of the
Rome Il Regulation on unfair competition applies to non-
contractual obligations arising from IPRs. It is noteworthy that
Article 8 of the Rome II Regulation states, “The law applicable to
a non-contractual obligation arising from an infringement of an
intellectual property right shall be the law of the country for which
protection is claimed.” This means that Article 6(1) does not apply
to a non-contractual obligation arising from IPRs since Article 8

will apply to them instead.933

Explaining advantages of unfair competition lawsuits would be
useful. Unfair competition lawsuits are civil suits while special-
protection lawsuits are criminal cases protecting all legal rights.
Moreover, protection of an intellectual right through an unfair-
competition lawsuit is more general. For instance, trademarks
include both registered and unregistered ones. Hence, if a

trademark is not registered, then an unfair-competition lawsuit will

932 For more details on this criticism, see Fawceet & Torremans, supra note
4, at 863-864.
933 Id., at 864.
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be the only means to protect it from moral and financial damage
in that criminal protection is restricted to registered trademarks

only.

Accordingly, unfair-competition lawsuits have a wider scope
than special-protection cases prescribed for IPRs. Special-
protection cases may only be resorted to if the acts of aggression
are based on a full right with complete legal elements. Regarding
inventors, for example, they usually resort to unfair-competition

lawsuits if a right with incomplete elements is infringed.

Although there is a specific framework for unfair competition
laws and IP laws, this does not preclude conflict between them.
Perhaps this conflict is what led some to look for ways of
reconciliation between the two laws because the purpose of both
types of law is to achieve economic development, technological
progress, welfare, and protection of consumers. Therefore, both
types of law complement each other since IP laws are monopolistic
in nature.934 In general, despite the strong relation between the
two types of law, this does not preclude conflict between them. In
fact, some have described the relation between the two laws as an

“unhappy marriage”.935

934 Atul Patel, et al., Intellectual Property Law & Competition Law, 6 J.
INT’L COM. L. TECH,, 1, 11. (2011)

935 Id., at 3, For more details on the relation between IPRs and unfair
competition, see TATIANA ELENI SYNODINOU, DATABASE
PRODUCER PROTECTION: BETWEEN RIGHTS AND LIABILITIES,
RESEARCH HANDBOOK ON INTELLECTUAL PROPERTY AND
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STANDS OF ACADEMIC PROPOSALS

Examination of proposal texts shows that out of all relevant
academic proposals, only the ALI Principles tackled the issue of
non-contractual obligations. Accordingly, these Principles are
distinguished in this regard because they are the only academic

proposals that dedicated an appropriate provision for this issue.

Section 301(2) ALI Principles states, “The law applicable to a
non-contractual obligation arising out of an act of unfair
competition is the law of each State in which direct and substantial
damage results or is likely to result, irrespective of the State or

States in which the act giving rise to the damage occurred.”936

The stand of the ALI Principles coincides with the provisions
of several national legislations. It is said that interpretation of the
ALI Principles seems to coincide with the text of the Belgian
Private International Law, which also focused on the law of the

country where the damage occurred or is expected to occur.937

DIGITAL TECHNOLOGIES, TANYA APLIN (ED.), 103-104, Para. 302
(Edward EIl Gar 2020).

936 Kono, supra note 20, at 148.

937 Art. 9(2)(2) Belgian Code of Private International Law. See also
INTELLECTUAL PROPERTY: PRINCIPLES GOVERNING
JURISDICTION, CHOICE OF LAW, AND JUDGMENT IN
TRANSNATIONAL DISPUTES, supra note 78, at 9.
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CONCLUSION

In the end, one must admit that some IP conventions have
adopted specific rules to resolve the conflict of laws through
inclusion of substantive rules and choice-of-law rules, as presented
above. In order to determine the adequacy of these substantive
rules and choice-of-law rules, the article went through the
provisions of related international conventions, especially the

Berne, Paris, and Rome Conventions.

For example, in terms of substantive rules, the article discussed
the national treatment principle and highlighted the relevant points
of view in this regard. Then, it tackled the choice-of-law rules, the
role of some laws in certain conventions such as the lex
protectionis, the lex originis, the nationality law, and the law of

the country of importation.

The second part of this article includes an attempt to
conceptualize the provisions of the proposed new convention by
focusing on the scope of the widely accepted law, i.e. the lex
protectionis, followed by a determination of the issues falling
within its scope, such as proprietary aspects, initial ownership,

transferability of IP, and protection of IPRs.

On the other hand, the article illustrated some issues beyond
the scope of the lex protectionis, i.e. IP contracts, specific
applications relating to infringement of IPRs (the law applicable

to works published via satellite, the law applicable to works
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published via the Internet, identification of the original holder of
collective IPRs, and protection of IPRs based on rules of unfair

competition.).

Furthermore, the article did not ignore the solutions provided
by valuable academic proposals (CLIP, ALI Principles, Joint JK,
and Transparency Project) in relation to the issue of the scope of
the lex protectionis. The article also highlighted the stand of Rome
Il Regulation on the application of the lex protectionis to non-

contractual obligations.

In general, it seems that IP conventions have sought to find
solutions to the issue of the law applicable to some IP issues;
however, the rules contained in IP conventions (whether
substantive rules or choice-of-law rules) do not fill the existing
gap.

Hence, it is imperative to have an international convention
determining the law applicable to IP issues since the existing
conventions do not serve this purpose. It is true that existing
conventions contribute to the resolution of the conflict one way or
another; nevertheless, an overall view of the abovementioned
provisions shows that these conventions only adopt partial
solutions for some issues. A close consideration of the provisions
included in IP conventions shows that they have been adopted for

other reasons, i.e. not to resolve the issue of the law applicable
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Thus, one can fairly say that there are no direct, explicit
provisions in international conventions that have been adopted
primarily to determine the law applicable to IP issues. As a result,
the great importance of the convention called for and its

enforcement cannot be denied.

Finally, it is significant to look for clear solutions to this issue.
These could be found in academic proposals. The good thing is
that these proposals are not concerned only with the law applicable
to IP issues but also with other dimensions of the relation between
IPRs and the private international law. Nevertheless, these
proposals, despite their heedfulness, usefulness, and importance,
are not binding. This reinforces the need for an international
convention with provisions regulating the aspects of the law
applicable to IP issues in a manner that ensures the effective

protection of holders of these rights.
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